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DETAILED ACTION 
Continued Examination Under 37 CFR 1.1 14 

1 . A request for continued examination under 37 CFR 1.114, including the fee set 
forth in 37 CFR 1.17(e), was filed in this application after final rejection. Since this 
application is eligible for continued examination under 37 CFR 1.114, and the fee set 
forth in 37 CFR 1 .1 7(e) has been timely paid, the finality of the previous Office action 
has been withdrawn pursuant to 37 CFR 1.114. Applicant's submission filed on 
December 1 1 , 2008 has been entered. 

Response to Amendment 

2. In response to the Amendment received on December 1 1, 2008, the examiner 
has carefully considered the amendments. The examiner acknowledges the 
cancellation of claims 2 and 4, as well as, the addition of new claim 1 5. 

Response to Arguments 

3. Applicant's arguments with respect to claims 5 and 9-15 have been considered 
but are moot in view of the new ground(s) of rejection. Applicant appears to be relying 
on the amendment to the claims, as well as, arguing that applied prior art does not 
expressly teach the instantly claimed invention having the "unexpected results" as seen 
in the instantly claimed invention. The examiner respectfully disagrees. While it is 
noted that the rejections of the last office action is withdrawn, it is still deemed that 
the applied prior art teaches applicant's invention. The rejections are being withdrawn 
to re-write the rejection with the proper corresponding claims. It is deemed that Felder 
teaches a photocurable composition comprising the photoinitiators of instant formulas 
(II) and (III), see formula in column 19 at line 21 corresponding to (II) and column 8, 
lines 1-10 corresponding to claim (III). The difference between the instant invention 
and Felder et al is the unsaturated compound containing at least one aminoacrylate. 
However, Felder et al teaches polymerization of ethylenically unsaturated compounds. 
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In addition, Felder et al teaches adding amine compounds in combination with the 
compounds of the type (II) and (III)— see column 1 2, line 65 to column 1 3, Iine2. It is 
noted that these amine compounds are not reactive, i.e. carry photopolymerizable 
groups (unsaturated groups), such as aminoacrylates. However, it is known from the 
teachings of Gaske that the addition of reactive acrylate compounds having amine 
groups, such as aminoacrylates when reacted in a system comprising aryl ketone 
sensitizers/initiators not only extend the polymerization of ethylenic materials, but 
speed up the cure and scavenges oxygen preventing air inhibition of the coating 
composition when cured by ultraviolet radiation-see column 1, lines 35-42 and 
example IV. Gaske additionally teaches cured rapidly with minimum UV light and 
produces minimum fumes and vapors--see col. 1, lines 8-1 1. Therefore the examiner 
deems that it would have been within the skill level of an ordinary artisan to add an 
amino acrylate, as suggest by Gaske, to the composition as taught by Felder et al 
(4,308,400) the motivation would have been a reasonable expectation of obtaining a 
cured film have had a rapid cure (fast cure speed) not inhibited by oxygen, as well as, 
producing minimum hazardous fumes and vapors. In addition, the courts have upheld 
it is obvious to add a known ingredient for its known properties, in this case speed of 
cure and inhibition of oxygen. In re Linder 1 73 USPQ 356. 

4. Regarding applicant's unexpected results arguments: The current examiner 
additionally thinks applicant's results are not unexpected. Applicant refers to tables I 
and II, showing that the compositions comprising photoinitiators of formulas II, III, and 
V and aminoacrylate cure faster than the formulations comprising Darocure 1 1 73 and 
Irgacure 1 84. At first glance, it does appear that the invention formulations cure faster 
when aminoacrylate is added to the composition. However, the examiner deems that 
one of ordinary skill in the art would have expected the same because the compounds 
of formula II, III, and V when exposed to radiation will/would break down into more 
active radical than the 1 173 and 184, thus a fast cure, i.e., more radicals would equal 
faster cure. Additionally, it is not exactly clear what applicant's cure rate in the 
examples means in relation to the belt speed, which is variable according to page 38. 
Is the curing rate some variation of percent reacted acrylate unsaturation? Thus, tables 
1 and 2 are not clear with respect to if all compositions were cured under the same 
conditions, i.e., same belt speed. Additionally, as a side note the unexpected results 
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applicant is claiming in tables 1 and 2 are not commensurate in scope with claims 5 
and 15. The formulations of the examples are done under specific conditions (i.e., 
thickness, lamp output (1 20 W/cm, and cure rate/speed) and with a specified amounts 
of photoinitiator and aminoacrylate, while the claims are limited to any composition 
comprising an aminoacrylate and a specific photoinitiator. Additionally, it is known 
that acetophenone type photoinitiator usually are used in combination with an 
activating compound, such as an amine as can be seen in the teachings of Martan 1 (US 
4,048,034)— column 1 , lines 25-30. Additionally, when taking the combined teachings 
of the references as cited in the rejection Gaske teaches that aminoacrylates help to 
overcome oxygen inhibition during the curing of the photopolymerizable composition. 
This would be another reason one of ordinary skill in the art would have not found the 
results in tables 1 and 2 unexpected, since when oxygen inhibition is prevented there 
are less competing reactions for the radicals, i.e., no oxygen present to scavenge the 
radicals produced by the photoinitiation process. 



Claim Rejections - 35 USC § 103 

The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically 
disclosed or described as set forth in section 102 of this title, if the differences 
between the subject matter sought to be patented and the prior art are such 
that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said 
subject matter pertains. Patentability shall not be negatived by the manner in 
which the invention was made. 



1 Please note Martan (US 4,048,034) is being mention in the above arguments as support for the 
examiner's statement and is not be applied as prior art in any of the rejections cited against applicant's 
claims. 
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This application currently names joint inventors. In considering patentability of 
the claims under 35 U.S.C. 103(a), the examiner presumes that the subject matter of 
the various claims was commonly owned at the time any inventions covered therein 
were made absent any evidence to the contrary. Applicant is advised of the obligation 
under 37 CFR 1 .56 to point out the inventor and invention dates of each claim that was 
not commonly owned at the time a later invention was made in order for the examiner 
to consider the applicability of 35 U.S.C. 1 03(c) and potential 35 U.S.C. 1 02(e), (f) or (g) 
prior art under 35 U.S.C. 1 03(a). 

Claims 5 and 9-15 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Felder et al (US 4,308,400) in view of Gaske (US 3,844,91 6). 

Regarding claim 5 , Felder et al teach a composition comprising the 
photosensitizer of claimed formula III (C8/L8-9, see 4,4'-bis-(a-hydroxy-isobutryl)- 
diphenyl ethane) and formula (II) (see col. 19, line 21), an ethylenically unsaturated 
compound (C11/L33, ethylene diacrylate C11/L39), fillers (C12/L58-61) and further 
photoinitiators (CI 2/L62-68). While the reference teaches the composition comprising 
an ethylenically unsaturated compound, even an acrylate, (CI 1/L33, ethylene diacrylate 
C11/L39), it does not specifically teach an aminoacrylate as the ethylenically 
unsaturated compound. 

Gaske discloses a radiation curable coating composition (C1/L4-5) containing a 
photoinitiator (C1/L32-33, see photosensitizer) and an ethylenically unsaturated 
compound being an aminoacrylate (C1/L17-42). Furthermore the reference discloses 
the composition to cure rapidly with minimum ultraviolet light and producing 
minimum fumes and vapors (C1/L8-1 1). The reference additionally discloses that the 
radiation polymerization is extended and speeded, as well as, scavenging oxygen 
preventing air inhibition of the coating composition by the presence of the tertiary 
amine of the aminoacrylate compound (C1/L34-42). Gaske and Felder et al teach 
analogous inventions related to radiation curable coatings comprising a photoinitiator 
and an ethylenically unsaturated compound. Applicant is reminded the courts have 
upheld that it is obvious to add a known ingredient to a composition for its known 
property-see In re Linder 1 73 USPQ 356. It would have been obvious to one of 
ordinary skill in the art at the time of the invention to use an aminoacrylate as the 
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ethylenically unsaturated compound of the composition of Felder et al to increase the 
extent and speed of the polymerization of the composition, as well as, preventing air 
inhibition when exposed to UV light in the absence of evidence to the contrary and/or 
unexpected results. 

Regarding claims 9 and 11 , Felder et al teach applying the composition to a 
surface and curing the composition with UV light (see Example 4). 

Regarding claim 10 , Felder et al teach the composition as a pigmented or 
unpigmented surface coating (CI 3/L1 9-27; varnish coating of metal sheeting, colorless 
varnish coating of paper). 

Regarding claims 12 and 14 , modified Felder et al teach all the claim limitations 
as set forth above. Additionally, Felder et al teach applying the composition to a 
surface and curing the composition with UV light (see Example 4). 

Regarding claim 1 3 , modified Felder et al teach all the claim limitations as set 
forth above. Additionally, Felder et al teach the composition as a pigmented or 
unpigmented surface coating (CI 3/L1 9-27; varnish coating of metal sheeting, colorless 
varnish coating of paper). 

Double Patenting 

The nonstatutory double patenting rejection is based on a judicially created 
doctrine grounded in public policy (a policy reflected in the statute) so as to prevent 
the unjustified or improper timewise extension of the "right to exclude" granted by a 
patent and to prevent possible harassment by multiple assignees. A nonstatutory 
obviousness-type double patenting rejection is appropriate where the conflicting 
claims are not identical, but at least one examined application claim is not patentably 
distinct from the reference claim(s) because the examined application claim is either 
anticipated by, or would have been obvious over, the reference claim(s). See, e.g., In re 
Berg, 140 F.3d 1428, 46 USPQ2d 1226 (Fed. Cir. 1998); In re Goodman, 1 1 F.3d 1046, 
29 USPQ2d 2010 (Fed. Cir. 1993); In re Longi, 759 F.2d 887, 225 USPQ 645 (Fed. Cir. 
1985); In re Van Ornum, 686 F.2d 937, 214 USPQ 761 (CCPA 1982); In re Vogel, 422 
F.2d 438, 1 64 USPQ 61 9 (CCPA 1 970); and In re Thorington, 41 8 F.2d 528, 1 63 USPQ 
644 (CCPA 1 969). 
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A timely filed terminal disclaimer in compliance with 37 CFR 1.321(c) or 
1.321(d) may be used to overcome an actual or provisional rejection based on a 
nonstatutory double patenting ground provided the conflicting application or patent 
either is shown to be commonly owned with this application, or claims an invention 
made as a result of activities undertaken within the scope of a joint research 
ag reement. 

Effective January 1, 1994, a registered attorney or agent of record may sign a 
terminal disclaimer. A terminal disclaimer signed by the assignee must fully comply 
with 37 CFR 3.73(b). 

Claims 5 and 9-1 5 are rejected on the ground of nonstatutory obviousness-type double 
patenting as being unpatentable over claims 1 and 8-1 1 are of U.S. Patent No. 
7,084,183. Although the conflicting claims are not identical, they are not patentably 
distinct from each other because they comprise overlapping subject matter. The 
primary difference is US'183 sets forth that the initiators comprises a isomeric mixture 
of compounds having the general 

k 




water 

formulas: , which is the 

same photoinitiator (formula (II)) as found instant claims 1. Instant claim 1 does not 
exclude adding additional photoinitiator compounds, including stereoisomers of 
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photoinitiators. Therefore it is deemed by the examiner the instant claims, as written, 
cannot be infringed without literally infringing upon the claims of 7,084,183. Any 
skilled artisan or persons in possession of or using the teachings of 7,084,183 will be 
able to make/use/prepare the composition as instantly claimed, thus, as stated above, 
the instant claims, as written, cannot be infringed without literally infringing upon the 
claims of 7,084,1 83 as cited in the obviousness-type double patenting rejection(s). 



Claim Objections 

5. Claims 9-14 are objected to because of the following informalities: It appears, 
in view of applicant's amendment, claims 9 and 10 are now duplicates of claims 12 
and 1 3. Claim 1 1 is being added to this objection because it appears to be a duplicate 
of claim 14 except that the dependent claim number has been deleted in the body of 
the claim. Appropriate correction is required. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the second paragraph of 35 U.S.C. 112: 

The specification shall conclude with one or more claims particularly pointing 
out and distinctly claiming the subject matter which the applicant regards as his 
invention. 

7. Claim 1 1 is rejected under 35 U.S.C. 1 1 2, second paragraph, as being indefinite 
for failing to particularly point out and distinctly claim the subject matter which 
applicant regards as the invention. It is not clear which claim that claim 11 is to 
depend from 5 or 1 5. If it is to be claim 15, please be aware that a claim cannot 
depend of a claim that comes after it. All claims must be in consecutive order. 
Appropriate action is requested. 
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Conclusion 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Sanza L McClendon whose telephone number is (571) 
272-1074. The examiner can normally be reached on Monday through Friday 7:30- 
4:00. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, James Seidleck can be reached on (571 ) 272-1 078. The fax phone number 
for the organization where this application or proceeding is assigned is 571-273-8300. 

Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. Status 
information for unpublished applications is available through Private PAIR only. For 
more information about the PAIR system, see http://pair-direct.uspto.gov. Should you 
have questions on access to the Private PAIR system, contact the Electronic Business 
Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a USPTO 
Customer Service Representative or access to the automated information system, call 
800-786-91 99 (IN USA OR CANADA) or 571-272-1 000. 

/Sanza L McClendon/ 
Primary Examiner, Art 
Unit 1 796 
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